Remarks 

Claims 1 to 30 were pending and were before the Examiner. By this Amendment, applicants 
have canceled claims 9, 10, 19, 20, 29, and 30 without prejudice or disclaimer and amended 
claims 1 to 3, 7, 8, and 21 to 28. Applicants maintain that no new matter has been added by 
these amendments and therefore respectfully request that the Examiner enter the amendments 
presented. Amended claims 1 to 8, 11 to 18, and 21 to 28 are now pending and before the 
Examiner in this application. 

objected to claims 9, 10, 19, 20, 29, and 30 as being substantial duplicates of 



The Examiner 
other claims. 



In response, applicants have eancelled elaims 9, 10, 19, 20, 29, and 30 and the objeeticn is 
therefore moot. Accordingly, applicants respectfully request that the Examiner recons.der 
and withdraw the objection. 

The Examiner rejected clatms 21 to 30 under 35 U.S.C. § 1 12, first paragraph, as allegedly 
not enabling for bladder diseases. 

In response, applicants have amended claims 21 to 28 to delete the recitation of bladder 
diseases (claims 29 and 30 having been cancelled) and the rejection is therefore moot. 
Accordingly, applicants respectfully request that the Examiner reconsxder and withdraw the 
rejection. 

The Examiner rejected claims 1 to 30 under 35 U.S.C. § 103(a) as allegedly unpatentable 
over WO 96/32939 (alleged national stage equivalent: U.S. Patent No. 6,268,389) and DE 
3712385. 

In response, applicants traverse the rejection and maintain that the Examiner has not 
established a prima facie case of obviousness. A prima facie case of obviousness requires the 
satisfaction of three criteria: (i) there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
art to modify the reference or combine reference teachings; (ii) there must be a reasonable 
expectation of success; and (hi) the references when combined must teach or suggest all of 
the claim limitations. See M.P.E.P. § 2143. 



4 



Applicants have conceded <ha, certain pheny.iminomudazolidines are known in «he art (see, 
e.g., Specification page 3, .as. two paragraphs,. Appiicants, however, have pointed on, some 
advantages of the compounds of the claimed invention, for example: 

j ^r^ with regardj obigavail^^ 

• u u « frmnH that the m-alkylphenyliminoimidazolidines 
Surprisingly, it has been found that the m auey j>y d are 

according to the invention achieve the aims of the fesent mven 
therefore suitable for treating urinary ^continence. (Specification pag 
paragraphs beginning on line 1 1 (emphasis added)). 

;S pectfully request that the Examiner reconsider and withdraw the 



Accordingly, applicants re; 
rejection. 



Applicants snbmi, that all the pending claims are allowable and respec.fb.ly sohc, a Nobce 
of AUowance for al. of .he pending claims. If me Examiner feels ma. a telephone mterv.ew 
won.d be helpful in advancing prosecution of this application, the Examiner ts mvted to 
contact the attorney below. 
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with 37 C.F.R. , 1,2.(0X1)00, <he Mowing marked up version of ,he cianns 
" tended herein is provided ,o show a„ of ,he changes relative ,o the prevrons versron of ,he 
claims before the amendments herein. 



-1. (Amended) A compound of formula I or of tautomeric formula II 



R R^ 



(I) 




wherein: 

R, and R 5 are each mdependently H, F, CI, Br, CH 2 F, CHF 2 , CF 3 , Me, or OMe; 

1 Me, wherein at least one of the groups R 2 or R, is a branched C 3 ,-alkyl; and 

| R 3 is H, F, CI, Br, CH 2 F, CHF 2 , CF 3l or Me, 

or a pharmacologically acceptable salt thereof.- 

-2 (Amended) The compound according to claim 1, wherein: 
R, and R 5 are each independently H,F, CI, Br, CF 3 , Me, or OMe; 

TT ._ t . - P rl Rr cF. or Me, wherein at least one 
I R 2 and R4 are each independently H, tfr, tert-Bu, F, CI, Br, CF 3l Me, 

of the groups R 2 or R4 is iPr or tert-Bu; and 
I R 3 isH,F,Cl,Br,CF 3l orMe.- 

-3 (Amended) The compound according to claim 1, wherein: 
R, and R 5 are each independently H, F, CI, Br, CF 3 , Me, or OMe; 
I R 2 and R4 are each independently H, iPr, tert-Bu,. or Me, wherein at least one of the groups R 2 

or Rt is iPr or tert-Bu; and 

R 3 is H, F, CI, Br, or Me.~ 

-7. (Amended) A compound selected from the group consisting of: 

(a) 3'-isopropyl-2'-methylphen-l'-yl-2-iminoimidazolidine-l; 

(b) 3'-^-butyl-6'-methoxyphen-l'-yl-2-iminoimidazolidine^; 



(c) 
(d) 
(e) 
(f) 
(g) 



6'-chloro-3'-isopropyl-2'-methylphen-l'-yl-2-iminoimidazolidine-i; 
4^chloro-3'-isopropyl-2'-methylphen-l'-yl-2-iminoimidazolidine-4; 
6'-bromo-3'4so P ropyl-2'-methylphen-r-yl-2-iminoimidazolidine^ 

6'-bromo-3'-^-butylphen-l '-yl-2-iminoimidazolidine^; and 
4'-bromo-3'-iso P ropyl-2'-methylphen-l'-yl-2-iminoimidazolidine-5.- 

-8. (Amended) 5 '-chloro-3Msopropyl-2'-me^^ 

-21 (Amended) A method of treating urinary incontinence er-*%ladder-disease-in a patient 
in need thereof, the method comprising administering to the patient an effective amount of 
the compound according to claim 1.-- 

| -22 (Amended) A method of treating urinary ineontinenee e , » Mto d rn^-in a patient 
' i„ need thereof, the method eompnsing administering to the patten, an effeetive amount of 
the compound according to claim 2.-- 

I -23 (Amended) A method of treating urinary incontinence er-a-btedder-diseese-in a patient 
' in need thereof, the method compristng administering ,0 the patient an effective amount of 
the compound according to claim 3.-- 

I -24 (Amended) A method of treating urinary incontinence er-a-biaddef-diseas&-in a patient 
' in need thereof, the method comprising administering to the patient an effective amount of 
the compound according to claim 4.-- 

I -25 (Amended) A method of treating urinary incontinence u a hladta rt i-an^in a patient 
1 in need thereof, the method comprising administering to the patient an effective amount of 

the compound according to claim 5.-- 
I -26 (Amended) A method of treating urinary incontinence ar^addar^ea^m a patient 
' in need thereof, the method comprising administering to the patient an effective amount of 

the compound according to claim 6.-- 
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-27 (Amended) A method of treating urinary incontinence u m bladder dis ea se -in a patient 
in need thereof, the method comprising administering to the patient an effective amount of 
the compound according to claim 7.- 

I -28 (Amended) A method of treating urinary incontinence oi a bladder disease-in a patient 
' in need thereof, the method comprising administering to the patient an effective amount of 
the compound according to claim 8.-- 



Certificate of Mailing Under 37 C.F.R. § 1.8(a) 

I hereby certify that this correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to: 
Assistant Commissioner for Patents, Washington, 
DC 2023 1 on January 30, 2003. 



Respectfully submitted, 
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Timothy X. WWcowski 
Registration No. 40,232 

Dated 



Timothy xHvitkowski 
Registration No. 40,232 
Attorney for Applicants 

BOEHRINGER INGELHEIM CORPORATION 

Patent Department 
900 Ridgebury Road 
P.O. Box 368 
Ridgefield, CT 06877 
Telephone: (203) 798-4310 
Facsimile: (203) 798-4408 
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